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In tlie application. (Maims 3, 6-21 and 23 arc pcndinLi and rejected. It is noted that the 
fmalit}- of the pre\ ions otrice action has been w ithdrawn. The new l\- applied rejections and 
objections raised in the Office Action of bebriiar\ 5, 2()()3 ha\ e been considered and. in 
response, the claims ha\e been amended. It is submitted that the claims now presented are in a 
condition lor allowance and the l;\ammer is reqLicstCLl to recoiiMder ihe claims and issue a 
notice of allow ance. 

.Amendments to die specification ha\e been made to correct miiKir t\poyraphical and 
uraivav.atical error. ikw maiici is added. 

The Examiner rejects tdaims 3, 6-21 and 23 under 35 U.S.C 12, para, as 
containing subject matter w hich w as not described m such a w a\' as to enable one skilled in llie 
art ... lo make and or use the iinention. hi particular, the H.xaminer relies on the conclusion in 
the article by Stoeckerl. et al. to support a position that the usage ol^gene expression profiles 
generated on microarraxs are unpredictable. 

The [i.xammer is requesled to direct his attention to the ^Tiackground of the hn enlioif^ 
of the present application at page 5, w here .Applicants, themseb es, point out the inadequacies 
of se\ eral know n techniques for gene expression monitoring due to then' limited quantitatix e 
reproducibilit\ . and because h\ bridi/ation techniques are generallx' onl\- useftil to anal\ye 
expression of genes whose sequences are alreadx known, j-urther described in the background 
1^ :\ i"C]^:"'\!i:c:'^!c !ccl:r.:Ci.:^ iV-r pr^-filmu ^^ii^ L-xpKssu'ii \\\u\ '^iwii iiUiiniiunw iU'curiUw i.e.. 
predictabilitx, which i> di>clo>ed m International Publication No. W'O 9"^ ()52S(), which 
disclosure is incorporated m the application. It is submitted that the Stoeckert. et al. article 
conclusion ot\i lack of common standards and ontologies refers onl\ to the goal of a broadl\ 
accessible databa>e for all data generated using microarraxs, lov example, the authors reler to 
the tendenc\- of scientists to normalize data w hich can affect how the data is characleri/ed in 
ccMiiparison w ith other data, fhese issues ha\ e no bearing on w hether Applicants' invention as 
disclosed can be practiced for purposes of performing comparisons on expression data 
contviined m one or more databases m which the data \\as generated using sinnlar protocols and 
procedures, l^or example, all data ma\- ha\ e been generated using .Aftymelrix Gene Chip'< 
microarraxs and the .Aflxnietrix LIMS (laboratorx intormation management s\stem). which are 
w]del\- used. It would be readil> apparent to those in the art that some commonalit\ as to the 
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oriL^in of data w oLi!d :iv,po:'la:il. An c.\ jtri|^lai"\ proccdarc lor oblainiiiL: the liciic 



because IS docs nol dcsciabc how lo aiKil\/c aiul displa\' ucnc expression data venerated b\' 
e\ er\ possible nielhod for nieasuriiig yenc expression on a nueroarraN' or use a Liiii\'ersal 
ontologx or other ibrni of slandardi/alion. The claimed iiu enlion j^rox ides lor anal\sis and 
displax ot\\xpression data. Applicants do nol claim to ha\ e soK ed an\- or all issues raised in 
the Stoeckert et al. article rceardiny global standardization ofdata and ontologN'. Accordingly, 
Applicants respectt\ill\- submit that the in\ enlion as claimed is enabled in the w ritten 



The Hxaminer rejects Cdaims 3 and ()-21 under 35 L'.S.C. j::! 12. 2""' para, as being 
indefinite. 

In resjionse, the claims ha\e been ameiuled lo address the instances olMack of claril}' 
and missing antecedent basi> ideiilified b\ the L:xammer. 

fhc l;xaminer rejects Claims b and 23 under 35 I ■.S.(\ ^ l()3{a) as being iinpateniable 
o\ er l-arr et al. ( Pal. No. 5.S 1 1 .23 1 ) in \ lew of the decision m /// re I 'ciiiicr ( 120 lAS.P.Q. 192, 

Cl SCij. ). 

The lixammer did nol reject Cdaim 3 o\ er llie teachings of l-arr et ah. A notable 
distinction between Cdaim 3 and Claims (> and 23 is the inclusion of limilations relating lo the 
nature of ihe characteristics olAhe first and second polynucleotides. Accordingh, Claims b and 
3^^ ivi\ '^cc:^ .!:'^e:H!ed. i;' m.clu^ie d'.e ilcscrij^lior..-^ ol llie l;rsl vu'.d ,>CvOnd p^'l\ iVLiClcDlklc 
charaelerisiics. It is submitted that these amendments render the iin ention as claimed m 
CMaims b and 23 patental^l\- distinct o\ er the teachings of Parr et al. 

In MCw of the foregoing amendments and remarks. Applicants submit that all bases for 
reieciion ha\e been adch-c>>cd and o\ crcomc such thai the amended claims are allow able o\ er 
the prior art, .Vccordmglx . .\pplicanls rcspeclfull> request thai the pAammer withdraw all 
reiectionN set loi-ih m the Office .Action and issue a nolice of allowance for all claims now m 
the application. 



expre^^lon data pro\ ided iii the description. The description is nol non-enabling merelx 




thiC P^xanViriCr Vn i thidi'aw tPiC rcjccliCMi lui lack ol euablemeni. 




Sena! No ! 

Should die l;\aniiiicr bclic\c that pro.^cculioii ot~dii> applicalKni niiehl be expedited b\ 
llirlher dl^eLl^^KM^ ol the i>>Lie^. lie united lo telephone the uiider^iyiied attorne\' tor 
Applieanl.s at die leleplioiie luiinlier indiealeLi below . 



Respeelt\dl\- submitted. 
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